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Remarks 

In the Office action, claims 1-11 were rejected under 35 U.S.C. § 1 12, first paragraph, as 
failing to comply with the written description requirement. Furthermore, claims 1-11 were 
rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite. Claims 1-5 and 8 were 
rejected under 35 U.S.C. § 102(b), as being anticipated by or, in the alternative under 35 U.S.C. 
103(a) as obvious over Walbridge, "Self-stratifying coatings-an overview of a European 
Community Research Project," Progress in Organic Coatings, July 1996, ("Walbridge"). Claims 
1-3 and 5-1 1 were rejected under 35 U.S.C. 102(b) as anticipated by or, in the alternative, under 
35 U.S.C. 103(a) as obvious over U.S. Patent No. 4,916,019, issued to Nakatani et al. 
("Nakatani"). Claims 1-5 and 8-10 were rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent 3,823,205 issued to Zimmt ("Zimmt"), in view of Walbridge. Further, claim 1 1 
was rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the written 
description requirement. 

In this response, the specification has been amended. Claims 1-14 are pending, 12-14 are 
withdrawn from consideration. 

Reconsideration and withdrawal of the rejections and objections in view of the 
amendments and following remarks is hereby respectfully requested. 

A, Rejections to claims 1-11 under 35 U.S.C. § 112, first paragraph: 

Claims 1-1 1 were rejected under 35 U.S.C, first paragraph, as failing to comply with the 
written description requirement. 

Specifically, the Examiner asserts that the specification does not support the features of 
the present invention that one component is to be radiation hardenable, while the other one is to 
be thermally dried or that both thermal and radiation curing are suggested to be used together o 
the corresponding layer. 

Applicants have amended the specification and paragraph [0024.1], Support for the added 
paragraph comes from claims 1 and 2 of the translation of German Priority document DE 102 45 
201.6-43, which had been incorporated by the present application. See paragraph [0001]. The 
following is an exact translation of the wording of claims 1 and 2 of DE 102 45 201.6-43; 
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1 . A coating composition for formation of self-layering or self-coating lacquer 
systems comprising at least two different resin, oligomer, and/or polymer components 
emulsified or dispersed in water, each having different surface tensions, 

wherein one of the components is radiation-hardenable, and the difference in the surface 
tensions of at least two of the components is greater than 5 mN/m. 

2. The coating composition as recited in Claim 1 , 

wherein the water-emulsified and/or dispersed components are dried thermally, or 
hardened by radiation, in particular UV radiation, NIR radiation, IR-radiation, or 
microwave drying. 

According to claim 1 of the priority document, the coating composition includes two 
compositions, one of which is radiation hardenable. Claim 2 of the priority document depends 
from claim 1 and therefore necessarily it also includes the feature that one of the components is 
radiation hardenable. Claim 2 also adds the further limitation in the alternative: the components 
are either dried thermally, or hardened by radiation. Therefore, in the variation of claim 2, one 
component is necessarily radiation curable, (i.e. configured to be radiation cured). In addition, 
there the alternative phrase allows for a number of possibilities. In one alternative, both layers 
are hardened by radiation. The other alternative, "thermally dried and hardened" necessarily 
refers to one of the components, since the other component must necessarily (according to claim 
1) be radiation hardenable. Therefore, Applicants submit that claims 1 and 2, and paragraph 
[0024.1] added by amendment, would convey to a person skilled in the art that the inventor had 
possession the invention recited in claim 1 , in which one component is configured to be hardened 
by radiation, and the other is configured to be thermally dried and hardened. 

That conclusion is further reinforced by other portions of the specification. In paragraph 
[0031], the components are describes as being applied as thermally and as radiation-settable, 
"one layer-forming component preferably being radiation hardenable." This statement makes it 
clear that it is contemplated that at least one radiation hardenable lack is preferably present, 
whether or not the other component is applied as thermally settable or radiation settable. 

From paragraph [0039], it is clear that the radiation hardenable component is cross- 
linkable via UV radiation and is preferably a clear lacquer. Also, since paragraph [0039] 
describes a particular advantageous embodiment, in which one component must be radiation 
hardenable, the other component must necessarily be thermally hardened. Note that the cross- 
linking may be "accomplished" by UV radiation refers to the complete hardening, while the 
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statement that the radical polymerization may be "initiated" by thermal activation refers only to 
the start of the polymerization without requiring completion of the hardening. See paragraph 
[0039]. 

Note that alternative sources for the thermal energy also include NIR, IR, UV or 
microwaves, even though they may also be used as light sources for radical, light-induced 
hardening. See paragraph [0031]. 

Taken together, Applicants submit that the specification sufficiently conveys that the 
inventor had possession of the invention as recited in claims 1-11. 

Withdrawal of the rejections under 35 U.S.C. § 1 12, first paragraph, is respectfully 
requested. 

B. Rejections to claims 1-11 under 35 U.S.C. § 112, second paragraph: 

Claims 1-1 1 were rejected under 35 U.S.C, second paragraph as being indefinite. The 
examiner asserts that the term "configured" in claim 1 is a relative term which renders the claim 
indefinite. 

Applicants respectfully submit that the meaning of term "configured to" is clear. 
According to Merriam Webster's online dictionary, "configure" means "to set up for operation 
especially in a particular way." Therefore, the phrase "configured to be cross-linked and 
hardened by UV-light curing" in claim 1 means simply that the component is set up (or adapted) 
to be cross-linked and hardened by UV-light curing. This can be accomplished after layer 
separation has taken place. Similarly, the phrase "configured to be thermally dried and 
hardened" simply means that the component is adapted to be thermally dried and hardened. 
Applicants respectfully submit that the use of the term "configured" is sufficiently clear and 
unambiguous on its face to satisfy the definiteness requirements of 35 U.S.C. 112, second 
paragraph. 

Withdrawal of the rejections under 35 U.S.C. 1 12, second paragraph, is respectfully 
requested. 

C. Rejections under 35 U.S.C. 102(b)or, in alternative, under 35 U.S.C. 103(a); 

Claims 1-5 and 8 were rejected under 35 U.S.C. 102(b) as anticipated by, or in the 
alternative, under 35 U.S.C. 103(a) as obvious over Walbridge. Claims 1-3 and 5-1 1 were 
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rejected under 35 U.S.C. 102 (b) as anticipated by or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over Nakatani. Claims 1-5 and 8-10 were rejected under 35 U.S.C. 103(a) as being 
patentable over Zimmt in view of Walbridge. 

Walbridge describes self-stratifying coatings of waterborne formulations. These 
formulations compromise a mixture of an acrylic emulsion with alkyd dispersions. 

Nakatani describes cationic electrodeposition coating composition for forming a 
multiplayer film. Nakatani specifically teaches baking as a way to harden the coating. 

Zimmt describes lacquers based on acrylic polymer blends. 

Independent claim 1 recites a coating composition for formation of a self layering or self 
coating lacquer system compromising water and at least two components. One of them is a clear 
lacquer, is cross-linkable, and hardenable by UV-light curing, wherein the other of the at least 
two components is thermally dried, and wherein a difference in the surface tensions of the at 
least two components is greater than 5 mN/m. 

In rejecting Applicants arguments from the last response, the Examiner asserts that 
the specification does not support the hardening via thermal curing and the hardening via UV- 
radiation. Due to the arguments presented above, it is proved that this feature as presented is 
supported by the specification. 

Walbridge does not teach or suggest the hardening via UV-radiation. In particular, the 
partitioning in thermally hardenable and radical, via UV radiation, hardenable components is 
neither described nor suggested. 

One particular advantage is that the UV-radiation can enter the clear lacquer layer and not a 
colored layer. 

Applicants respectfully submit that Nakatani does not teach or suggest the clear coat as 
being configured to be cross-linked and hardened by UV-light curing. Neither does Nakatani 
disclose the hardening via UV radiation coupled with the thermally hardening, or rather that two 
different convenient components have to be used. 

Neither Walbridge nor Zimmt teach two components, one being hardened by thermal 
curing, while the other is being hardened via UV-radiation. Therefore a person skilled in the art 
would not gather the information from Walbridge in view of Zimmt to achieve this feature of the 
invention. 

Withdrawal of the rejections under 35 U.S.C. 102(b)or, in alternative, under 35 U.S.C. 
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103(a) is respectfully requested. 

D. Rejections to claim 11 under 35 U.S.C. 112, first paragraph: 

Finally, claim 1 1 was rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. 

Claim 1 1 recites a lacquer coating, produced from a coating composition as recited in 
claim 1, and further recites that one of the at least two components forms a filler material layer 
and that another of the at least two components forms one of a base lacquer and a coating 
lacquer. 

Paragraph [0026] describes that one component is a filler material and the other 
component is a base coat, or alternatively the system may have a filler material and a protective 
paint. In this constellation either the first layer is the filler material and the second layer is the 
base coat, or the first layer is the base coat while the second layer is the filler. The Examiner is 
right in asserting that the coating lacquer in claim 1 1 can be the protective paint coat found in 
paragraph [0026]. Applicants submit that the written description requirement is clearly met here, 
in that a person of ordinary skill in the art would understand that a clear lacquer can be a 
protective paint coat and that the specification conveys to a person skilled in the relevant art that 
the inventor had possession of the invention recited in claim 1 1 . 

Withdrawal of the rejections under 35 U.S.C. 112, first paragraph is respectfully 
requested. 
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CONCLUSION 

It is respectfully submitted that the application is now in condition for allowance. 



Respectfully submitted, 

DAVIDSON, DAVIDSON & KAPPEL, LLC 

William C. Gehris, Reg. No. 38,156 
(signing for Thomas P. Canty, Reg. No. 44,586) 



Davidson, Davidson & Kappel, LLC 
485 Seventh Avenue - 14 th Floor 
New York, New York 10018 
(212) 736-1940 
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